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The MA/LING DATE of this communication appears on the cover sheet with the correspondence address - ~ 
Period for Reply ^ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

' S?^ C lI5!^f ^ a + v h ai,ab,e , und f r 4 the PT lsions of 37 CFR 1 ■ 1 36 < a )- ln no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication 

" !f no nPrioH fnr 2£ fff^r "JT * '?f thanthirty (30) dayS ' 3 reply within the statut0 ^ minlmum of days will be considered timely 

* Li rff ? £ y i 8p8 ? ted ab0 !f' the maX,mum StatUt0ry period wil ' a PP ,v and wNI ex P ire S,x (6) MONTHS from the mailing date of this communication 
- Failure o reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C §1 33 C ° mmUn,Catl0n ' 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). y Ieuuce anv 

Status 

1)M Responsive to communication(s) filed on 19 November 2004 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 21-28 is/are pending in the application. 

4a) Of the above claim(s) 15 and 16 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 21-28 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) H Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)Kl All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. [X] Certified copies of the priority documents have been received in Application No. 08/587,948 . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) M Notice of References Cited (PTO-892) 4) Q lnterview Summary ( p T0 . 4 l3) 

2) |_J Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) [X] Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 08/19/2003 . 6) □ Other: 

U.S. Patent and Trademark Office 



PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No /Mai! Date 20041 128 
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DETAILED ACTION 

(1) 

Election/Restrictions 

Applicant's election of Group II, claims 21-28 in the reply filed on November 19, 2004 is 
acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been treated as an election without traverse 
(MPEP§ 818.03(a)). 

(2) 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 21 and 22 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent 
No. 4,923,848 to Akada et al. 

Regarding applicant claims 21 and 22, Akada et al. disclose an image forming apparatus 
comprising (Figure lB(b); column 6, lines 33-65): 

(1) A thermal transfer sheet conveying means 123,124; 

(2) An intermediate transfer medium conveying means 131,134; 

(3) An image forming means comprising a thermal head 121 and platen roller 122; and 

(4) An image transfer means comprising a heating means 132,133. The apparatus of 
Akada et al. is illustrated below: 




DRIVER 
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(3) 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 23-26 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 4,923,848 to Akada et al. in view of U.S. patent No. 5,542,768 to Rother et al. 

Akada et al., as set forth in section (2), above, disclose an image forming apparatus 
comprising: A thermal transfer sheet conveying means; an intermediate transfer medium 
conveying means; an image forming means comprising a thermal head and platen roller; and an 
image transfer means comprising a heating means. Although Akada et al. disclose, as per 
applicant claim 24 , that the heating means 133 comprises a heat roller they do not specifically 
teach that the heat roller has a pattern corresponding to that of the optical disk. They are also 
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silent ' as per applicant claim 23, that the heating means comprises a thermal head. Although 
Akada et al. disclose that the substrate to be decorated is conveyed along with the intermediate 
transfer medium between the heated roller and counter roller 132,133, they are silent as to the 
speed or speed registration capabilities set forth in applicant claims 25 and 26 . Although they 
disclose that the apparatus comprises a counter pressure roller (support member) 132, they do not 
specifically disclose, as per applicant claim 28. that the support member is configured to support 
an optical disk and has a cushioning working surface. 

Rother et al., also drawn to an image forming apparatus capable transferring images from 
a transfer sheet to a substrate such as an optical disk, discloses an apparatus comprising: 
As per applicant claim 23. a eating means comprising a thermal head 20; 
As per applicant claim 24 , a heating means having a pattern corresponding to that of an 
optical disk (Rother et al. disclose that the portion of the heating means 28 which directly 
contacts the disk varies as the relative portion of the disk varies - column 5, lines 4-6); 

As per applicant claims 25 and 26, that the transfer medium conveying means 12,14 is 
coupled to an optical disk conveying means 30,32,33,35,36 via a controller 45 which provides 
for registration between the optical disk and the heating means 20 such that the surface speed of 
the optical disk and the heating means 20 are equivalent ( Figure 1; column 4, lines 11-28; 
column 7, lines 8-20); and 

As per applicant claim 28 , that the optical disk support member 38 has a resilient 
(cushioning) working surface (Figure 1; column 4, lines 8-10). The apparatus of Rother et al. is 
illustrated below: 




FIS. I 
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Given the teachings of Rother et al., it would have been obvious to one of ordinary skill 
in the art at the time of invention to provide the apparatus of Akada et al. with the means of 
Rother et al. thereby enabling the Akada et al. apparatus to operate on optical disks as the target 
substrate motivated by the fact that Rother et al. teaches that thermal transfer printing apparatus, 
such as that taught by Akada et al., insures the highest quality of printing onto a compact disk 
(column 2, lines 38-41). Akada et al. further disclose that their apparatus is not limited to any 
particular substrate and can be utilized broadly and conveniently in such various industrial fields, 
where unitary formation of various images, characters, symbols, numerals and graphics are 
desired (column 1, lines 5-12; column 48, line 57 to column 49, line 2). Finally, it would have 
been obvious to one of ordinary skill in the art at the time of invention to utilize either a heated 
roller (as taught by Akada et al.) or a thermal head (as taught by Rother et al.) as the heating 
means in the overall apparatus of Akada et al. motivated by the fact that such means are well 
known functional equivalents in the art. 

(4) 

Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over the references as 
combined in section (3), above, in further view of U.S. Patent No. 5,300,398 to Kaszczuk. 

Although the references as combined in section (3), above, disclose a optical disk support 
member disposed opposite the heating means, they do not specifically disclose, as per applicant 
claims 27, that the support member has a lubricative working surface. Nonetheless, it would have 
been obvious to one of ordinary skill in the art at the time of invention to provide the support 
member with a lubricative or release coated surface motivated by the fact that Kaszczuk, also 
drawn to intermediate image transfer apparatus for the formation of images on target substrates 
(such as that disclosed by the primary reference to Akada et al.), disclose that it is known to 
provide the support or counter-pressure roller in a transfer lamination means with a release or 
lubricative capability such as by coating with Teflon (column 9, lines 26-35). 

(5) 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Such prior art includes references D-F on Form PTO-892. 
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(6) 

evw in ^y A conce ^& thi * communication or earlier communications from the 
examiner should be directed to Jerry A. Lorengo whose telephone number is (571) 272-1233 
The examiner can normally be reached on Monday through Friday, 8:30 A M to 5 00 P M 

sunervi L r e hrifF 1 I°,, reaCh ^TT ^ teleph ° ne are unsu <*essful, the examiner's 
supervisor, Chris Fionllacanbereachedon(571)272-1187. T he fax phone number forthe 
organization where this application or proceeding is assigned is 703-872-9306 

An„l J^Tf 011 StatUS ° f an a PP lication may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for ZubHshed 
apphcanons is available through Private PAIR only. For more information about me PAIR 
system, see http://pan-direct.uspto.gov. Should you have questions on access to the Private PA^ 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll free) 
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